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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 

failing to particularly point out and distinctly claim the subject matter which applicant 

regards as the invention. It is unclear to the Office, due to the lack of the "comprising 

of or "consisting of as to what is included or excluded in the claim language. Claims 2- 

9 are also seen as indefinite owing to their dependence from claim 1 . Additionally, claim 

7 recites the limitation "formable polymer sheet" in claim 1 . There is insufficient 

antecedent basis for this limitation in the claim. The art rejections that follow herein 

below are as best understood by the Office. 

Regarding claims 15-21 , it is unclear to the Office whether an EMI/RFI shield or a 
method of forming an EMI/RFI shield is claimed. The claims are interpreted as best 
understood by the Office to be method claims and the Rejections set forth regarding 
claims 15-21 follow as such below. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
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by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1-5,7,and 8 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Forte et al US Patent 6674652. 

Regarding claim 1, as best understood by the Office, Forte et al discloses EMI/RFI 
shield integrally formed in a thermoformable sheet, wherein portions of the 
thermoformable sheet are removed around a periphery of the EMFRFI shield, wherein 
the portions of the thermoformable sheet that are not removed integrally connect the 
EMI/RFI shield to a remainder of the thermoformable sheet(for example, see elements 
400,402, 404, Figs 2,3). Additionally, a "wherein" clause that merely states the result of 
the limitations in the claim adds nothing to the patentability or substance of the claim. In 
this instance regarding claim 1, since the "wherein" clause was not used to related back 
and clarify the limitations of a previous claim from which it depends it does not limit the 
claim. 
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Regarding claim 2, as best understood by the Office, Forte et al discloses wherein the 
EMI/RFI shield comprises at least one layer of a conductive material(for example, see 
column 4, line 41 - column 5, line 50). 

Regarding claim 3, as best understood by the Office, Forte et al discloses wherein the 
EMI/RFI shield is multi-compartmentalized(for example, see column 4, lines 52-63). 
Regarding claim 4, as best understood by the Office, Forte et al discloses wherein the 
EMI/RFI shield defines a single compartment(for example, see column 4, lines 52-63). 
Regarding claim 5, as best understood by the Office, Forte et al discloses wherein the 
layer of conductive material comprises at least one layer of tin, aluminum, copper, and 
nickel(for example, see column 4, line 41 - column 5, line 50). 
Regarding claim 7, as best understood by the Office, Forte et al discloses wherein the 
formable polymer sheet comprises a recycled, conductively coated polymer EMVRFI 
shield that has been mechanically disintegrated and then recombined back into the 
formable polymer sheet(for example, see elements 400,402, 404, Figs 2,3, see column 
4, line 41 - column 5, line 50).Additionally, the limitations [a recycled, conductively 
coated.as well as, mechanically disintegrated and then recombined back ] are process 
limitations in a product claim and cannot serve to patentably define the product over the 
prior art of record [Forte et al, Isern-Flecha et al]; [see Product -by-process, MPEP 
21 13 and 21 73.05(p)]lt is well settled that the presence of process limitations in product 
claims, which product does not otherwise distinguish over the prior art , cannot impart 
patentability to that product.( In re Johnson, 157 USPQ 670, 1968). 
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Regarding claim 8, as best understood by the Office, Forte et al discloses where the 
mechanically disintegrated EMI/RFI shields comprise a metallized film comprising one 
of a painted film, a vacuum metallized film, and an electroless plated film(for example, 
see elements 400,402, 404, Figs 2,3, see column 4, line 41 - column 5, line 
50).Additionally, the limitations [mechanically disintegrated , metallized, painted, 
vacuum metallized, electroless plated ] are process limitations in a product claim and 
cannot serve to patentably define the product over the prior art of record [Forte et al, 
Isern-Flecha et al]; [see Product -by-process, MPEP 21 13 and 2173.05(p)]lt is well 
settled that the presence of process limitations in product claims, which product does 
not otherwise distinguish over the prior art , cannot impart patentability to that product. 
(In re Johnson, 157 USPQ 670, 1968). 

Claims 10-14 and 22 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Long US Patent 6359213 

Regarding claim 10, Long discloses a reel comprising: 

a sheet of materials spool that receives the sheet of material; and a plurality of EMI/RFI 
shields attached to the sheet of material that is rolled on the spool (for example, see 
Figs 1,2,3). 

Regarding claim 11, Long discloses wherein the EMI/RFI shields are integrally 
attached to the sheet of material (for example, see Figs 1,2,3). 
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Regarding claim 12, Long discloses wherein the EMI/RFI shields are attached to the 
sheet of material with tabs of material(for example, see Figs 1 ,2,3 see column 2, line 25 
- column 3, line 25). 

Regarding claim 13, Long discloses wherein the EMVRFI shields comprise at least 
one layer of conductive material (for example, see Figs 1 ,2,3, see column 2, line 25 - 
column 3, line 25). 

Regarding claim 14,Long discloses herein the EMI/RFI shields and sheet of material 
comprise recycled material(for example, see Figs 1 ,2,3, see column 2, line 25 - column 
3, line 25). 

Moreover, the limitation [comprise recycled material] is a process limitation in a product 
claim and cannot serve to patentably define the product over the prior art of record 
[Long]; [see Product -by-process, MPEP 2113 and 2173.05(p)] 
It is well settled that the presence of process limitations in product claims, which product 
does not otherwise distinguish over the prior art , cannot impart patentability to that 
product.( In re Johnson, 157 USPQ 670, 1968). 

Regarding claim 22, Long discloses wherein the tabs of material are perforated (for 
example, see Figs 1,2,3). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Forte et al 
US Patent 6674652 in view of Isern-Flecha et al US Patent 5557064. 
Regarding claim 6, as best understood by the Office, Forte et al discloses the instant 
claimed invention except wherein the conductive material comprises a vacuum 
metallized first layer of tin and an electroplated second layer of tin. 
Isern-Flecha et al discloses an EMI/RFI shield wherein the conductive material 
comprises a vacuum metallized first layer of tin and an electroplated second layer of 
tin(for example see elements 10,20,30,40,16,32, Figs 1-4, see column 3, line 3 - line 
65) 

Moreover, the limitation [vacuum metallized, and electroplated] are process limitations 
in a product claim and cannot serve to patentably define the product over the prior art of 
record [Forte et al, Isern Flecha et al]; [see Product -by-process, MPEP 21 13 and 
2173.05(p)] 

It is well settled that the presence of process limitations in product claims, which product 
does not otherwise distinguish over the prior art , cannot impart patentability to that 
product.( In re Johnson, 157 USPQ 670, 1968). 

Although Isern-Flecha does not expressly disclose the first and second layers being of 
tin, it is the position of the Office that, given the teachings of Isern-Flecha, one skilled in 
the art at the time the invention was made would have contemplated the use of tin to 
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comprise the layers of conductive material as taught by Forte et al since tin is a metal 
that is well known in the art for EMI/RFI shielding purposes. 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Forte et al 

US Patent 6674652 in view of Gabower et al US Patent 6624432. 

Regarding claim 9, as best understood by the Office, Forte et al discloses the instant 

claimed invention except wherein the EMI/RFI shield comprises a top surface, a plurality 

of sidewalls extending at an angle from the top surface and a flange around a periphery 

of the side walls, wherein the flange and the top surface define substantially parallel 

planes. 

Gabower et al discloses an assembly wherein an EMI/RFI shield comprises a top 
surface, a plurality of sidewalls extending at an angle from the top surface and a flange 
around a periphery of the side walls, wherein the flange and the top surface define 
substantially parallel planes(for example, see elements 21, Figs 2-6) 
Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have formed the shields in the manner as taught by Gabower et 
al in the assembly as taught by Forte et al as such arrangements are known in the art in 
order to accommodate electronic components. 

Claim 15-21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Forte et 
al US Patent 6674652 in view of Isern-Flecha et al US Patent 5557064 and further 
in view of Gabower et al US Patent 6624432. 



Application/Control Number: 10/664,838 Page 9 

Art Unit: 2841 

Regarding claims 15-21,as best understood by the Office the methods disclosed 
therein are deemed as inherent in the assembly of the claimed EMI/RFI apparatus of 
the preceding claims as fully met by the accompanying references, ( Forte et al, Isern- 
Flecha et al, Gabower et al ) and are subsequently rejected. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dameon E Levi whose telephone number is (571) 272- 
2105. The examiner can normally be reached on Mon.-Fri. (9:00 - 5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tulsidas C Patel can be reached on (571) 272-2098. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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